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1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

I. Invention I, claims 12-16 and 21, directed to a very high strength steel, classified in 
class 148, subclass 334. 

II. Invention II, claims 17-20, directed to a metallurgical method, classified in class 148, 
subclass 533. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

2. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: The Special 
Technical Feature common to both Groups of claims involves a steel of a certain 
composition. Such a feature is not novel, as evidenced by Table I of Higo et al. 

3. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their different 
classification; 
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(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 

classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 1 12, first paragraph. 
Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 

4. The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 
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Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

5. During a telephone conversation with Richard Turner, attorney of record, on 
August 21 , 2008 a provisional election was made without traverse to prosecute the 
invention of Group II, claims 17-20. Affirmation of this election must be made by 
applicant in replying to this Office action. Claims 12-16 and 21 are withdrawn from 
further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non- 
elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
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7. Claims 17-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a) No claim currently under examination is in independent form. It is suggested that 
claim 17 be rewritten in independent form. 

b) In claim 17, line 13, "the production operation" lacks proper antecedent basis. 

c) In claim 17, line 19, the scope of the term "close to" cannot be determined. 

d) In claim 20, the meaning of "principally contains zinc" is unclear. Does this mean that 
the majority of the bath is zinc, or is some other meaning intended? 

e) Claims dependent upon any of the above are likewise rejected under this statute. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1 7-20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Higo etal. (PG Pub. No. 2001/0001049), in view of Claessens etal. (PG Pub. No. 
2001/0007280) and Fujita et al. (PG Pub.No. 2004/0202889). 

Higo, particularly examples 2 and 4 and Tables 3 and 7 therein, discloses preparing a 
slab having a composition as recited in claim 17, hot rolling, cold rolling, annealing for 35 
seconds at 800.deg.C, cooling to 500.deg.C near a temperature of a Zn or Zn-AI coating bath, 
and immersing the steel in the bath. 
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Higo differs from the claimed invention in that Higo does not specify the heating and 
cooling rates as recited in the instant claims. Claessens and Fujita indicate that the presently 
claimed rates are conventional in the art of producing galvanized steel sheets; see Claessens 
paragraphs [0067] thru [0080], and paragraphs [0147] thru [0150], as well as Tables 4 and 17 
and their accompanying explanations in Fujita. In both the Claessens and Fujita disclosures, 
the disclosed rates are directed to a process of Hot rolling, cold rolling, reheating, cooling, and 
galvanizing, i.e. a process analogous to that of Higo and also analagous to that of the instant 
claims. 

These disclosures of Claessens et al. and Fujita et al. would have motivated one of 
ordinary skill in the art to employ the presently claimed heating and cooling rates when carrying 
out the process as disclosed by Higo et al. 



1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Wyszomierski whose telephone number is (571) 
272-1252. The examiner can normally be reached on Monday thru Friday from 8:00 
a.m. to 4:30 p.m. Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number , (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 
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August 25, 2008 



